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Dear Perry:

Pursuant to the disc¢ussion during the' discovery conference, I'have enclosed Smith &
Nephew's supplemental noninfringement and mvahdxty resporises, which are subject
to and made without waiving Smith & Nephew’s previous objections to ArthroCare’s
discovery requests. "'We reserve the right to revise these responses as discovery
proceeds. Inparticular, wereserve the right to revise these responses after-we have

received meanmgful discovery on ArthroCare’s claim constriiction and infringement.

contentions, and after the Court has constried the asserted claims.

Smith & Nephew objects to ArthroCare’s improper attempis to informally amend.its
mfnngement allegations. Our responses.concemn (1) the Dyonics Control RF System
which is the only product alleged in ArthroCare’s Complaint to infringe and.(2) the
asserted claims ongmally identified in Jared Bobrow’s November 2, 2001 letter. We
are not provxdmg responses at this time for the additional claims hsted in your March
15 letter since that was the first notice we received, just two weeks ago, that those

claims were bemg asserted. We are in the process of preparing responses to those
additional claims, however, and expect to have them to you within the next.two

~ weeks.

In addition, and in fesponse to your letter of March 27, 2002, we are also not

providing. responsesat. this time for the Dyonics Electroblade Resector
(“Electroblade™) since itis riot in the case. As you know, Electroblade was: not
accused in ArthroCare’s Complaint. The only product ArthroCare accused in its
Complamt was the Dyonics Control RF System. Further, ArthroCare failed to move
to amend its Complaint as.it is required to do under the Rules, and the deadline for
amending pleadmgs in this case expired on'March 8, 2002. Instead, ArthroCare
merely stated'in a letter a week later that “Electroblade is now among the accused
products”

As you know;, the accusation of infringement in a patent Jawsuit is a formal step in the
case that carries with it certain burdens to investigate under Rule 11. Judin.v. United
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Slates, 1 10 F.3d 780 (Fed. Cir. 1997); Antonious v. Spalding & Evenflo Companies,
Inc., 275 F.3d 1066 (Fed. Cir. 2002). Indeed, inlight of ArthroCare’s argument
durmg the discovery conference on March 5 that it needed discovery to determine
whether Electroblade infringes, we were quite surprised that Electrobladé was
included in ArthroCare’s infringement chart. Accordingly, we question whether
ArthroCare can meet its burden-under Rule 11 with respect to Electroblade.

Please let me know if you are in disagreement with any of the foregoing.

Vexytrulyyours
[r \
K. il /%

Keith Walter
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2. U.S.Patent No. 5,697,882 (“the ‘882 patent”)

REDACTED

HIGHLY CONFIDENTIAL — ATTORNEVS EVES ONLY
SArTe



REDACTED

| 2041751 noninfringemént kidm.doe

" “HIGHLY CONFIDENTIAL — ATTORNEYS*EYES ONLY



Smith & Nephew’s Supplemental Response Re Invalidity

In addition to its previous objections, and without waijving any of those
-objéctions, Smith & Nephew also objects to providing its invalidity contentions at this
tinie, since ArthroCare has refused to provide any of its contentions with respect to
construction of the claims of its paténts. Accordingly, Smith & Nephew reserves the
right to.supplement, amend, or otherwise modify its-invalidity contentiens as the case
proceeds, and particularly afier ArthioCare provides.its proposed claim construction.
and/or after the Court construesithe claims of ArthroCare’s patents.

Nevertheless, as of the present time,; Smith & Nephew incorporates its ﬁrevious
responses by refererice, and furthér responds as follows:

Certain of Smith & NCPhcﬁv?‘s invalidity contentions are based-on invalidity under.
35 US.C. § 102 and/of § 103:in view of certain prior art references: ‘In the interestof
brevity and convenience; rather than reépeat:the full names of those réferénces in
coniection with each such contention, Smith & Nephew will instead refer to those

referénces by number; in accordance with the following table:

[T Tssue
~#'| Pab'n
.| Date

‘PatentNumber/ |- . | .
Publicat.ién - Inventor/Author Title.

1 [086/33 | US2,056377° | F.C. Wappler | Electronic Instrument

[ BeMegar —— e ———
21 05/00/69 g;lgmccrmg206— AK. Daobbie Surgl ca_lﬁ_Dihthcnny‘

‘Conor C. O'Malley, | Apparatas For Intrgocular

DMLY [USSBI5,504 | Ralph M. Heintz, Sr. | Surgery

~ eng1en | Charles F. Morrison, | Combined Electrocoagulator
| 08713174 | US 3,828,780 by | Suction Instrument

: JEEE

T wimae | Transactions On | oo o oo
01/00/75 Biomedical William M. Hg)pxg
Engineering

The Mechanism: of Cutting in
Electrosurgery

]




Issue/
Pub’n.
D’atg .

Paféqf, Numbei/
Publication

Inventor/Author

Title

08/26/75

Karl Storz

Electric. Surgical Instrument

11/18175

1 U§ 3,920,021

Siegfried Hiltebrandt .

'Coagulating Devices

00/00/76

Acta
‘Medicotechnica
(Medizinal-
Markt), Vol. 24,
No: 4, 1976129 -

| 134

E. Elsasser and E.
Roos

"Uber em Instrument 2ur

leckstromfreien transurethralén

| Resection (Concerning: An
Instrument for Transurethral

resection without leakage of
current)

02/24176 |

US 3, 939 839

Lawrénce E. Ciirtiss

" | Resecioscope and Electrode

Therefor

10

07/20/76

US 3,970,088

Charles F. Morrison

‘Electrosurgical Devices

‘Having Sesquipolar Electrode

Structures Incorporated
Therein

11

01/07/77-

2313 949/
N 76 17587

Siegfried Hiltebrandt
et Ludwig Bonnet

-Bovcle de sectionnement a une.
| ou:deux branches pour
Tesertoscope

12

00/00/78.

‘Gastroentem]ogy,
Vol 74, No. 3,

'527-534, 1978

TRA Piercey, MD,,

D.C. Auth; Ph.D,
P.E,FE. S:lverstem

I M. D HR W:]lard
'Ph.D M.B. Dennis,
DVM,DM.
El’lé_fSQn,_ BS,DM.
‘Dayis, MS.EE,RL. |
Protell, M.D. and

C.E. Rubin, M.D;

- Electrosurgical Treatment of
:Expenmental B]eedmg ‘Canine
| Gastric Ulcers: Developmerit

and testing of a computer

“control and a better electrode

{13

.US4 074 718

"‘ -~CharlesF~Moms'6n; T
Ir.

Electrosurgncal Instrument

: 14

06/06/78

.‘US 4, 092 986

Mex Schnéidertian

[ Constant Output
‘Electrosurgical Unit

{15

09/26/78

oS 4'1’16'198ana_“
|its ﬁlehistory

Eberhard Roos

‘,_EIeCtto-Sur'gicalD'evice

16

:ngesuve
11700779 |
| No, 11, 845-848

Diseases: and
Sciences, Vol. 24, .

[ M.B. Dennis, T.

Peoples; R. Hulett,
D.C. Auih; RL.

| Protell, CE. Rubin,

| Bvolunon of Electmﬁxlgurahon
{iin Control of Bleeding of

Experimental Gastric Ulcers
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Pub’n

Patent Number/
Publication

Pate-_|. . T SROn.

Inventor/Author

Ti't'!e

17

01/01/80

US 4,181,131

Hisao Ogiu

High Frequency’
Electrosurgical Instrument for
Cutting Hiiman Bédy Cavity
Structures

18

01/22/80

US 4,184,492

Hans H. Memnke,
Gerhard
Flachenecker, Karl
Fastenmeier,
Friedrich

:Landstorfer Heinz
.-,L]denmener -

Safety Circuitry for High
Frequengy Cutting and
Coagulating Devices

19

11711430

US.4,232,676

: Andrew Herczog

SurgxcalCunmg Instrument

20

02/03/81

1 US 4248231

5 fAndrew Herczeg and
| James. A, Murphy

‘Suigical Cutting Instrument

21

| 02/00782

CRC Press,

-American Heart
Jouma] Vol 117

332-341

' 'Keva Barmry, MS,
| .Jonathan Kaplan,
"MD; RaymondJ

Connolly, Ph.D, Paul

"Nardella, BS,
iBenJammI Lee,
‘MD, Gary J. Beécker,
‘ "MD,meceF Waller

The effect of radiofrequency-
generated thermal: energy.on
the mechanical and histologic
characteristics of the arterial

-wall in vivo: Implications for

radiéfrequency angioplasty

04127182

US 4,326,529

' Comea!-Shapihg: Electrode:

US 4,381,007

: "JamesD Doss

1 Removable Skm

[ Multipolar Lomcﬂ-hhapmg

Electrode with:Flexible

.2:4:"

100/00/84

‘Gut; 25, 1424-

| Mills; E. She
JquaM Dark MR.

Lewm I S. Clifion,

T.C. Northﬁeld PB.

Cotton, and P.R.

Which Electrode? A
comparison of foir. endoscopic
methods of electrocoaguration
in experimental bleeding-ulcers




Tssue/
Pub’n
Date

Patent Number/
Publication

Inventor/Author

Title

25

00/00/85

Urological
Research 13:99-
102

J.W.A_ Ramsay, N.A.

Shephberd, M. Butler,
P.T. Gosling, R.A.
Miller, D.M.A.
Wallace, HN.
Whitfield

A Comparison of Bipolar and

- Monopolar Diathermy Probes

in Experimental Animals

26

06/00/85

JACC Vol. 5, No,
6,1382-6

-Comelis J. Slager,
MSc, Catharina E.

Essed, MD, Johan
C.H. Schuurbiers,
BSc, Nicolaas Bomn,

| Ph.D; Patrick W,
|-Serruys, MD; Geert
1'T. Meester, MD,
‘FACC

' Vaporization of
.Atherosclerotic. Plaques by
I Spark Exosion

{27]

10/22/85

US 4,548,207

‘Harry G. Reimels;

| Disposable Coagulator

28

05/27/86

US 4,590,934

Jeny L. Mahs,
Leonard I. ‘Malis,

‘Robeit R Acorcey,

David Solt

Bipolar Cutter/Coagulator

| 29

00/00/87

Kardiologie,
Kardiol.76::Supp. *
6,67-71 (1987).

G Shager, AC
| Phaff; C.E. Essed,
Y.CH. Schuurblers

N. Bom, V.A.

Vandenbroucke, and -
| P.W. Sernuys:

‘Spark Erosion of
-Arteriosclerotic Plaques

1 30

04/28/87

US4660571

“Stanley K Hess,
_ ,:{ ‘Tem Kovacs

Percutaneous Lead. Havmg
i ‘1Adjustable Electrode :

'. .3;3}]

- 06/23/87

us: 4 674 499

-07700/88

TValleylab Part

Number945 190
102 A

| Valleylab, Inc.

‘Surglstat Servnce Manual

133!

11/22/88

US 4,785,823

Philip E. Eggers,
| Robert F. Shaw

B ;VMethods‘AndApparatus For

'I'hermodxlunon Procedures

|3

00/00/89

SPIEVol-T068

Catheter-based

Sensirig:and
| 1maging

Paul €. Nardella

Ra .m Frequency Energy and
o Impedance Feedback

Technology




Issue/

Patent Number/

# P‘qb’n Publication Inventor/Author | Title
Date
' Fhe Orgamzmg
‘Committee of the
7™ World
‘Congress on
oo | Endourology and | Robert Tucker-and A Bipolar Electrosurgical Turp
35 | 00/00/89 ESWL Stefan Loening Loop
Foundation: for
Advancement of
International
-Science
Bipolar Probes for Ophthalmic
36 | 0212189 | US 4,805,616, | David S.C:Pao Surgery and Méthods of
: ‘ Pcrformmg Anferior
‘ ﬁ.Capsu]otomy
"Robert D. Tucker; :
| | Jotmat of Eugene V. 2 Cc;m;:ansox} gf U;olo\glc A
37 | 03/00/89 | Urology Vol. Kramolowsky, Eric :MPP ica lu:m 1;) gm arh érsus
141, 662-665 Bedell and Charles E. | Yi0nopolar kive krenc
| Platz { Electrosurgical Probes
:Benjamm T Lee, ' —
‘MD, FACC, Gary J.
| Becker, MD, Bruce | Thermal Compression and
F. ' Waller, MD, | Molding.of Atherosclerotic.
1 |IACC Vol. 13 -FACC, Kevin J. | Vascular Tissue With Use:of
1 38 | 04/00/89 No. 5 1167-75 | Barry, MS, Rayimond - Radicfrequency Energy:
T esT 1), Comnnolly, PhiD, Iniplications for
Jonathan Kaplan, Radiofrequency Balloon.
‘MD), Alan R: Angioplasty
.Shaplro MS, Paul C.
| Naidella, BS:
R -I-rankD B’Ameho
' A : 'Doxmmck:G; | e
39 | 04725189 |US,823,791 . | Esposito, Mickielle D. | = \ccuosurgical Probe
» Maxfiéld, Claude E. | PPAas
Petruzzi, Robert H.
Quint o , o
40 | 05/23/89.| US % 832 048 Doiald Co’h‘é’n '| Suction Ablation Catheter
" [urclogial | RD.Tuckern BV. :)‘l‘p‘;’é‘; :fgf]"g’fj ;:; h
A o 18:291- | Kramolowsky. and. | eiceosurgieal probes.on the
1 : -| percine bladder A




Tssue/
Pub’n
Date

Patent Number/
Publication

Inventor/Author

‘Title

42

02/00/90

Journal of
'Urolo"_g/)( \(ol.
143,275-277

Eugene V.
Kramolowsky and
Robert D. Tucker

Use of 5F Bipolar
Electrosurgical Probe in
Endoscopic Urologiical

| Procedures

43

04/05/90

WO 90/03152

' John Considine, John

Colin

Electro-surgical Apparatus for
Removing Tumours from
Hollow Organs of the Body

44

05/01/90

US 4,920,978

David P. Colvin

Method and Apparatus for the

Endoscopic Treatment of Deep

Tumors Using RF

, Hyperthenma

45

06/05/90

US 4,931,047

Alan Broadwin,
Charles Vassallo,

Joseph N. Logan,
'Roben W. Homlem

Method and Apparatus For
Providing Enihanced Tissue

 Fragmentation And/Or
- Hemostasis

46

06/26/90.

US 4,936,281

Peler Stasz

—| Dlifasonically Enhanced RF

Ablauon Catheter

1 47

10730/90

US 4,966,597

| Eric'R. Cosman

i lhermomemc Cardrac Tissue

Ablation Electrode with Ultra-

| Sensitive Temperatire

Detection

‘4_18

12/11/90

US:4,976,711

"~} David J. Parins, Mark
1 A: Rydell, Peter
‘Stasz

Ablation Caibeter With

| Selectively Deployable
,_'fElectrodes L ‘

49

12/25/90

US 4,979,948

“Tesslie A. Geddes,
Marvin H. Hinds; Joe

D Bourland leham

1D Voorhees

i’ Method and Apparatus for -
Thermally Destroying A Layer | -

of An Organ

1350

DE 3930951.»;4;:1%

Vomchtﬁhg Tor die-

‘ Hochfrequenzkoagulation ven: '
.| biologischem Gewebe '

51

. 04/16/91 -

uUs 5,007,908 '

1 Haﬁﬂg Need]e-Cumng |
| Electrode And Spot-Coag

Electrode

52 | 04723191

US 5,009,656

| Harry 6. Reimels

[ Bipolar Electrosmgtcal
Instrument

'f 53

0730191

US 5,035,696

| Mark A. Rydell

[ Electrosurgical Instrument for -

Conductmg Endoscopxc

| Retrograde Sphincterotormy




Issue/
Pub’n
" Date )

Patent Number/
Publication

Inventor/Author

Title

54

09/00/91

| 146, 669

Journal of
Urology Vol.

Eugene V -
Kramolowsky. and
RobertD; Tucker

“The Urological. Application of
_| Electrosurgery

35

09/10/91

US 5,047,026

Mark A. Rydell

Electrosurgical Implement For
Tunneling ]fh:qugh,TiSSuc

56

09/10/91

US 5,047,027

Mark A. Rydell

Tumor Resector

57

“Bipolar
10/07/91 | Laparoscopic

Lecture

Cholecystectomy

Dr. Olsen

 Bipolar Laparoscopic
Cholecystectomy

01/14/92 | US:5,080,660.

| Temetice.J. Buelna’

" | Electrosurgical Eectrode

59

01728192

"US 5,084,044

Robert H: Quint

| Apparatus for Endometrial
- Ablation and Method-of Using
. |. Same

02/04/92:

| Us5,085,659

‘Mark A. Rydéll

: :Btopsy Device With Bipolar
E Coagulatton Capabxhty

61

02/18/92

US 5,088.997

TTouis Delahnerga,

Robert B, Stoddard,
Mtchgel S thek

‘Gas Coagulation Device

62

03/24/92

'US 5,098,431

Mark:A. Rydell

- RF A':bla'ti‘on Catheter

- 63

| 0428192

US 5,108,391

Gerhard

Flachene.cker_,:_fl{a.'rlf
Fastenmieies, Heinz
Lindenmejer

" High-Frequency Generator For -
“Fissue Cuttmg And For
_Coagulating In High-

.| Frequency Surgery

| 05/ 1 2/92

US 5,112,330

Shinich Ntshlgakx o
_Shtro Bito :

_ Resectoscope Apparatus'

; _'65;

061 1 6/92}

US 5,122,138

Kim H. Manwaiin ting

' "ﬁssuc Vaponzmg Accessory

iand' Method for an Endoscope-

66

12/61/92' ’

USS,167,659

‘ ;Naokl Ghtomo
| Shizuo’ Nmom)ya

Blood Coagulattng Apparatus

_l 2715192

'US5,171,311

[ Mark- A Rydell,

David J. Parins;

| Steven'W. Berbow _

'Percutaneous Laparoscopic

Cholectectomy Instrument

168

03730193

US 5,197,963

| David 3. Parinis

) Eleotrosurgtcal Tnstrame with |-
‘Extendable:Shieath for. _
- Ir,xf:_ga.tan,and A§p1ranon .

169

05704793

US'5207,675

| Jetome Canady

| Surgical Coagiilation Device




\ Issue/
# Pub’n
Date

Patent Number/
Publication

Inventor/Author

Title

70 | 06/08/93 | US 5,217,459

William Kamerling

[ Method and Tnstrument for
| Performing Eye: Surgery

71 | 04/26/94 | US 5,306,238

Richard P. Fleenor

Laparoscopic Electrosorgical
Pericil

72 | 06/13/95 | US 5,423,882

Jr.

Warren M. Jackman,
Wilton W. Webster,

'(,atheter Having Electrode
With Annular Recess and
Method of Using Same

73 | 10/03/95 | US 5,454,809

Michael Janssen

Electrosurgical Catheter And
Method For Resolving
Arthéiosclerstic P!aque By
: ,Radxo Frequency Sparking

1. U.S. Patent No. 5,697,536 (“thé ‘536 patent”)

A.  Claim 45

Smith & Nephew contends that claim 45 6f the *536 patént is anticipated by at

Teast each of the following references: 3,8, 12, 15,16, 18, 19; 20,21, 22, 23;{24,'.'2:5;_26,, .

27,28,29,31, 33, 35,36, 37, 38, 41, 42, 43, 45, 46, 48,49, 51, 52, 53, 54, 57,61, 63, 65,

66, 67, 69, 70, 71.

Smith & Nephew also contends that claiin 45 of the *536 patent would have been

obvious to one of ordinary skill in the art at thie titné of the invention.in view:of at east

eachiof the following combinations of references, which Smitli & Nephew contends

would have been combined for at leasuhefouowmgreasons

Combmahon

T Mitivation 1o Combine

113,16, 17,20, 30,33, 39, 40,44, 50,.55,
'56586061 6264686971 72,73
| with any one or more:of 35, 54,'57..

. Anyoneormoreotl 4,73, 6, 7,9, 10, ]l,;'

' ;:Each refemnce is. dxrected to. the same

problem applymg electrical energytoa

: ‘target sﬁe ona pauent’s body stmcturc.

1 13,16, 17, 20, 30, 33, 39 .40 44, 50,55,
156, 58 60, 61, 62, 64, 68 69, 71,72, 73
_ wnth any other one or mow of the

[y one or more of 1,4, 5,6, 7, 9, 10, I1;

' Each xefmhce is. directed ta the: samg
{pmblem applyin
-'target sne on a patient’s body. structure. |

ng electrical energyloa’




‘Combination Motivation to Combine
Each relerence 1s dirécted 1o the same

Any one-or more of 35, 54, 57 with 59. problem — applying electrical energy to a
: o target site on a patient’s body structure.
ATy one or more ol 35, 54, 57 with any Each reference is direcied 16 the same
other one.or more of the-anticipating: problem — applying electrical energy to a
references listed above. target site on a patient’s body: structure..

Any one or more of Z, 34,47 withany one | Each referenceis directed to the same -
or more: of the anticipating réferences listed problem - applying electrical energy to a.
above.. target site on.a patient’s body: structure,

Each reference is directed 10 the Same
problem applymg electrical: energytoa
| target site: ona pauent £ body structure..

59 wﬂh any one or more of the anticipating
: references listed above.

2. U.S.PatentNo. 5,697,882 (“the 882 patent”) '

A.  Chim1l

Smith & Nephew contends that claim 1 of the *882 patent is anticipated by at Jeast
seachgzof the following references: 2, 3,5,8,15, 16, 18, 22, 23, 24, 25,26, 27,28, 29, 30,
31,34, 35, 36,37, 38, 42, 45, 46,48, 49, 51, 52, 53, 54, 55, 7, 61, 62, 63, 65, 66, 67, 68,
7,73

Smith & Nepheyw also coritends that claim 1 of the *882 patentwould have been
obvious to one of ordinary skill in the art at the time of the invention in"view of at least
‘.each ofthe followiiig: combmanons of references, which Smxth& Nephew contends

would have been combmed for, at: least the fol]owmg reasons:

Combmatxon 4

.. ;\;});ténz:r 4:;102;0; SI 56675 : 61 lI 6127 gf . Each reference is d:re 'ted'to,the same
- “problem = applymg € cdl energy to a
68,69,71,73 wnth any other opé ormore. | target site on a patiént’s bodystrueture

of the antxclpatmg references listed. above.




Combination

Motivation to Combine

Any one or more ol I, 6, 7,9, 1T, T7,730,
39, 40,44, 47, 50, 55, 56, 58, 61, 62, 64,
68, 69,71,73 vmhanyone -Or more of2 3,
4,12, 16, 18 21,22,23,24,25,27, 28, 31,
33,34, 35, 36; 37, 41,42, 43, 45, 46, 48,
49, 51, 53, 54,57, 60, 63, 66, 67,70, 72
and wuh any one-or more of 10, 13.

Each reference is-directed to the same
‘problem — applying electrical energy to a
target site on a patient’s body structure.

-Any one or more ol 2; 3,4, TZ, 16, T8, 2T,
22,23, 24,25,27,28, 31, 33, 34,35, 36,
37,41,142,43, 45, 46, 48,49, 51, 53, 54,
57, 60 63,66, 67, 70, 72:with any other
one or more of the! anhcxpatmg referenices
“listed-above.

[Each reference’is directed to the samé
‘problem ~ applying electrical enérgy toa
target site on a patxent s body striictire.

' Anyoneormoreoiz 3 4,127,716, 18,721,
22,23, 24, 25,27, 28 31,.33, 34, 35, 36,

37, 41,42, 43,45, 46 48 49 51, 53,54,

57, 60 63, 66,67, 70, 72thhanyoneor
more.of 10, 13.

Eachireférence:is directed to the same
problem - applymg electrical energy:fo a
target siteon a panent’s body: structure.

‘Any one:or-more-of 10, 13 w;th any other
‘one ormore:of the: annclpatmg references.
| listed: above

“TEach fet'ércn"éé isdirected 1o the. samé —

| problem —a ,lymg electrical energyto a
‘target s:te on a'patxent’s body Structure.

Smith & Nephew further ¢ontends that claim 1 of the *882: ‘patent is also invalid:as

. mdefmxte under 35 U S.C. § 112 92

B.  Clim26

Smith &'Neﬁ}iewcoméﬁds that claim 26 of the *882 patent is anticipated by-at -

least each-of mefonow:ng references 2, 5, 23, 26,29, 61 63

Smith &: Nephew also contends 1hat claim 26 of lhe ’882 patent would have been

-obvious 16 one.of qx,dm‘azy skill in the art 4t the f(ime.5offfthe=:jnventionj-in iv‘i_'éw of at least

‘each of the following combinations of references; which Smith & Nephew contends

would have been cornbiried for at least the following reasons:

10




Combinafion

Mofivation 1o Combine

"Any one or more of 1, 6,7, T0, TT, 13,17,
30; 39;40, 44, 47, 50, 55, 56, 58 62, 64,
68, 69, 71, 73 with any one-or more of3 4,

8,12,15, 16, 18, 21, 22, 23, 24,25, 27, 28,

31, 33, 34, 35, 36, 37; 38},, 4‘1, 4’2, -4_3, 45,
46, 48, 49, 51, 52, 53, 54, 57, 60, 65, 66,
67, 70, 72 and with any one or more of 9,:
14, 32, 61.

v,Each reference i 1s 'dn'ccted 1o the same

target site on a patne_nt N _body stmctnre

“Any-one or more of 1, 6, 7,10, TT, I3, 17,
30, 39, 40, 44, 47, 50, 55, 56586264
68, 69, 71, 73 with any one or moie.of the
‘anticipating references listed above

Bach reférence is directed 10 the same:
prob]em app]ymg electrical energyto a
target site op a patxem s body structure.

. Anyoneormoreoifi 4,8, 12 15 16 18
. 2]22242527283133 343536
- 137,38, 41,42, 43, 45, 4648 49, 51,-52;

53,54, 57 60, 65, 66 67, 70, 72wnhany
one-or. more of 9; 14, 32, 61.

- | Each reference is dlrééted to: thé' saftie

electrical energyto a

probtem app]ym

| target site on.a patient’s body strictiire.

“Any one or more of 3, 4, §;1Z, 15, 16,18, T

| 21,22,24,25,27,28, 31,33,34, 35_36
| 37,38, 41, 42, 43, 45, 46, 48, 49, 51, 52:
53,54, 57, 60, 65,:66, 67, 70, 72w1th any
- | 6ne or more.of the anticipating réferences
4 hstedabove

-Each reference is directed to-the same
problem applymg electrical energy-to-a

“farget site on a patient’s ‘bod¥ striicture.

[Any oneor more of 9; 14, 32, 61 with any

one or more of the anncxpatmg references
, hsted above,

“Fachreference is directed (0.1he same.

problem - applying electrical energyto a

: target sﬂe ona panent sbody structure.

Smith & Nephiew fiirther-cofitends that claim 26 of the "882 pateiit is alsoiiivalid

as indefinite under 35 U.S.C. § 112§ 2.

C.  Chim38

Smiith -&;Neghewfcontgﬁd_éf:tﬁai.‘clﬁfnﬁ 28:of thie *882 patent:is anticipated by at

leasi each of the following referénces: 8, 15, 21, 26, 29, 41, 42, 45, 57.

Smith & ‘Né‘p}i‘éw also contends that claim 28 of the *882 patent would have been

QbﬁbﬂS"fO*ODiC' of-ordinary skill in the art af the time.of the invention in view.of at Jeast

eich of the following combinations of referenices, which Smith & Nephew: contends

would have been combined for-at least the following reasons:

11




Combination

Motivation to Combine

Any one ormore ol 1, 6, 7,9, IU, 1T, T3,
17,30, 39, 40, 47, 50, 55, 56, 58, 62, 64,
68, 69, 71, 73 with any one or more of 2, 3,
4,5,12, 16, 18, 19,20, 22, 23, 24, 25, 27,
28, 31, 33, 34, 35, 36,-37, 38, 43, 46, 48,
49, 51,52, 53, 54, 60,.63, 65,.66, 67, 70, 72
and with any one:or more of 44, 61.

Each reference is:directed to the same

problem — applyirig eléctrical energy to a
target site on a patient’s body structure.

-Any one or more of 1, 6,7, 9 10, K1, 13,
17,30, 39, 40, 47, 50, 55, 56, 58, 62 64,
68, 69; 71, 73 with any orié.or more of the
anticipating references listed above.

Each reference is directed 1o the same
problem applying:electrical énergy to a
target site on a panent s body structure.

[ Anyoneor moreof Z, 3, 4, 5, I, 16, I8,

19,20, 22,23, 24, 25, 27, 28, 31,33, 34,
135,36, 37,38, 43, 46,48, 49, 51,52, 53,
54, 60, 63, 65, 66, 67 70 T2 wnhany one
of more of the. antxc:patmg references listed
 above:

Each reference is'directed to.the same
problemn = applying electncal enérgy to a
target site on a pa'uem ‘s body structure.

»'Anyoneormoreotz 3,45, 12, }6 13,

119,20,22, 23,24, 25,27, 28, 31,33, 34,

35,.36,.37, 38; 43,46, 48,49, 51, 52,53,
54, 60,63, 65; 66,67, 70, “72-with-any one

‘| or:miore 0f44 61

Each reference’is dirécted to the same

problem - applymg eleetrical energy to a
target site on a patient’s body structure.

: Anyone or more of 44,.61 with any one-or

- | more.of the:anticipating references: listed

| above.

Each telerence is direcied 1o The same

,,,,,

phobljém-~'éjiply_ihg‘electncal energyto.a

| target site.on a patient’ 's:body structure.

Sinith & Nephew furtlier-contends that claim 28 of the *882 patent is.also invalid

asindefinite under 35 U.S.C. § 1124 2.

.30 U:S. Patent No. 6,224,592 (“the *592 patent”)

A. . Cl3MI

Smith & Nephew.contends that claim 1 of the *592 patent is anticipated by at least

each of the following references: 8, 15,23, 26,30, 31, 33, 34, 46,48, 51, 52, 62, 72.

Smith & Nephew:also contends that claim 1-of the. ’592patent would have been

obvious to one of ordinary skill in'the art at the time of the inventiori in view of at Jeast
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each of the following combinations-of references, which-Smith & Nephew contends

would have been combined for at least the following reasons:

~Combination.

M’ot'wanqn to Combine

Any one ormoreof 1,6, 7,9, 10, 1T, 13;
17, 30, 39, 40, 44, 47, 50, 55, 56, 58, 62,
64, 68, 69, 71, 73 with any one or more of
the other anticipating references listed
above.

Each reférence is directed to the same
problem — applying electrical energy to a
target site on a patient’s body structure.

Anyoneormoreotl 6, 7,9, 10,11, 13,
17, 30, 39, 40, 44,41, 50,55, 56, 58; 62,
64, 68,69,71,73 wnh -any one or more of
2345]2 1618 ! 2122242527
28,29, 31,33, 34, 35, 37 38, 41 42
143, 45, 49, 53, 54, 57,60, 61, 63, 63,66,
‘67, 70, 72: and with’ any-one or more of the
| other anticipating referenees listed:above.

Each reference is.directed 1o the same
problem —applying electrical energy to a
target site ona’patient’s body structure.

' Anyoneormoreofz 3.4 5 12,16 18,
20,21, 22, 24,25, 27,28, 29, 31,33, 34,
35 36, 37,38, 41, 42, 43,45, 49, 53, 54,
57,60, 61, 63; 65,:66; 67,70, 72w1thany
 ong ore more of the.other anticipating
references hsled above

Eachréference is ditected to-the same
problem = applymg electrical energy to a

‘targét site.on a. panem’s body structure.

Smith & Nephew further contends that claim 1 of the *592 patent is also invalid'as

indefinite under 35U.S:C: §112'92,

B. Cliim23

Smnh&Nephew contends that claim'23 of the 592 gétgpt-i:s:‘aﬁtiéjpatéd'Aby at.

Teast esich of the following references: 8, 15,26, 3034, 46, 48,51, 62, 72.

Smith & Nephew also:contends that ,c;!aim:é2'_3?"afih¢?’:592 patent-would have been

.obvious'to one of vrdinary skill in the art at the time ofthie inverition in viewof at least

each of the following combinafions of references; which Smith & Nephew contends

wauld have beeii coribined for at least the following reasons;

13




(,ombmatron

‘Mﬂotr.vahon fo Combine

y one or more of 4, 5, 12, 16, 74,75; 31 '

36, 37, 38, 41 42, 53 61, 63; 65 66, 67
' 70, 72 with any one or more of the other’
anticipating references listed above.

Each reference is directed to.the same

.problem - applying electrical energy to a

target site ona patient’s body-structure.

Any one of more-of 2, 3, 18, 19, 70, 21,77,
23,27,28, 29,33, 34, 35, 43, 45,49, 52,
54, 57,60 with any one-or more of the
other anticipating references listed above.

j Each.reférence is dlrected 10. the same
_problem — applying electrical energy:to a

target site on-a-patient’s body structure.

-Any one or.more o 2, 3, 18, 19,720, 21, 27;
23,27, 28, 29,33, 34, 35,43, 45, 49,52,
"54 57, 60-with any one or more. of 1,7, 10,
-} 17, 44,55, 56 and any one or more ofthe

-} -other. annczpatmg references listed above.-

Each reference is directed to:the same

-.prob]em applymg e]ectncal energy toa
target site on:a-patient’s body struchiré.

‘ {23 27 28 29 33 34; 35 43 45; 49 52

'- ;the other antrcxpatmg referenqes lrsted
above.

TAnyoneormoreof 2,3, 18, 19, 20,21, 72, |~ -
| BEach reférence is diréctedto the. same
-problem ~ applymg elecirical energyto a

target site:on'a patient’s body structure,

_ V‘Any one or more of I, 7,10, 17, 44, 55, 56
| with any one.or more of the other
| anticipating references listed above.

1 Each reference 1s-'dlrected to: tbe same

: ‘Anyoneormoreoi6 9, 1T, 13,730, 39710,'

1:47,'50, 58,62, 64, 68, 69, 71 73 - with any
one:ot-more of the. other anticipating
.-references hsted above.

: ?Eéch reéference is directed to the. samie
‘prob]em - applying electrical eriergy 10 a
'target site.on-a’ panent s body stmcture '

Any one or more of 6,9, 1,73, 30, 39?0 Each reference is drrected to: the same

|47,50,58; 62; 64, 68,69, 71,73 with 59
| and-any-one:or more of: the other
| antrcapatmg references hsted above

problcm app]y g.el;ecmcai energy'to a

| taiget site-ona, patrent’s body structure.

59 ‘with any-¢ one or more-of the other
; annmpatmg refcrences listed: above

T bach reierence 18 dxrected 10 the same

problem»« applymg electncal energy toa

B targe_tsxte onapatc

4 AlPstents

Srhith & Nephew also-contends ihiat the asserted claimis of the *536, 882 and

592 patents are also invalid under'35 U.S:C. § 102(f) and/or § 116 because of improper

inventorship.

. Smith-& Nephew’s investigation into its defenses is continuing, and it reserves

the right to.assert additional invalidity defenses as discovery progresses:

4.
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